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DETAILED ACTION 

1 . Claims 1 -32 have been examined. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 3-14, 16-26, and 28-32 are rejected under 35 U.S.C 103(a) as being 
unpatentable over Merritt (7,058,593). 

Claims 1,14, 26: Merritt discloses a prize advertisement service system where a desired 
advertisement is conducted by conducting a prize advertisement is conducted on a 
communication network, and data about applicants who apply for said prize advertisement is 
collected, comprising: 

(a) a first terminal of a prize advertisement presenter who presents a prize advertisement 
(Abstract, Fig. 1); 

(b) a second terminal of a user who applies for said prize advertisement (Abstract, Fig. 1); and 

(c) a server of a service provider which connects said first and second terminals to each other 
through a communication network, said server including functions of (Fig. 2a, 
'www.cstakes.com' website, system, and service): 

(cl) registering prize advertisements into said server in accordance with prize advertisement 
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information received from said first terminal (Fig. 3, 'Present a Prize 5 , 'Advertise with us 5 ; 
Figures 14, 20a); 

(c2) registering a user who wants to apply for said prize advertisements, in accordance with user 
information received from said second terminal (Figures 2, 2a, 6); 
(c3) selecting one or more prize advertisement(s) which matches to said user, among the 
registered prize advertisements, in accordance with said user information (col 1, lines 47-51); 
(c4) transmitting data indicative of a list of the selected prize advertisement(s), to said 
second terminal (Fig 39-1; Fig. 11; Fig. 33); 

(c5) receiving an application of said user for one or more prize advertisements among the listed 
prize advertisement(s), from said second terminal (Figures 28-1, 29; col 10, lines 15-30); and 
(c6) transmitting the user information of said user having applied for said prize advertisements, 
to said first terminal as applicant data indicative of an applicant or applicants applying for said 
prize advertisement(s) (Figures 3, 9, 10, 29; col 10, lines 15-30). 

Merritt does not explicitly disclose that the prize presenter can also be an advertiser. 
However, Merritt discloses prize presenters. And, Merritt discloses advertisers. And, Merritt 
discloses that the prize presenters can also be selling goods and services. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made that Merritt 5 s prize presenters can also be advertisers. One would have 
been motivated to do this in order to present a way to better promote the products for sale. 

Also, it is obvious that presenting purchasable goods/items as prizes (Fig. 3) also 
functions as advertising for that good/item. One would be motivated to do this in order to 
increase exposure of goods/items and to increase sales. 
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Also, the wish list of Merritt functions as a list of preferences for a user such that a user is 
presented a list of prizes based on the preferences/wish list of a user. 

Alternatively, Merritt discloses that prizes are selected for listing and to be presented to a 
user (Fig. 33). And, Merritt discloses that there is a database that lists all prizes (col 7, lines 1- 
20), but that only a sample or a few of the total available prizes are initially presented (col 10, 
lines 30-46; Fig. 4). And, Merrit discloses tracking which prizes a user has selected (col 10, 
lines 15-30). And, Merritt discloses tracking users preferences (col 7, Table 1; Fig. 2a) and 
Merritt discloses targeting users based on profiles (col 7, lines 1-20; claim 1). 

And, MPEP 2144.04 .VI discloses that reversal, duplication, and rearrangement of parts is 
obvious. 

Therefore, it would be obvious that the limited prizes list that is presented to the user 
based on a wish list can also be presented be to the user based on the user preferences/profile. 
One would be motivated to do this in order to present prizes that are of interest to the user. 

Claim 3, 16, 28: Merritt further discloses that 
said server further has a function of administrating the number of applications 
of a user for said prize advertisement(s) listed in said list, and deciding 
presenting a special award to a user who applied for said prize 
advertisement(s) by the predetermined number (Fig. 12b, Drawing). 

Claim 4, 17, 29. Merritt further discloses that 
said first terminal has a function of selecting one or more applicant(s) among 
the applicants identified by said applicant data transmitted from said server, 
for presenting a prize identified in said prize advertisement(s) thereto, by 
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drawing lots (Fig. 12b, 'Drawing'). 

Claim 5, 18, 30; 9, 22: Merritt further discloses that 
said first terminal further has a function of managing delivery of a prize 
presented in said prize advertisement(s), to the selected user(s), based on the 
result of said lots (col 3, lines 48-61). 

Claim 6, 19: Merritt further discloses that 
said server further has a function of drawing lots for selecting one or more 
user(s) among the users to which said special award was presented (Fig. 12b, 'Drawing'). 

Claim 7, 20: Merritt further discloses that 
said server further has a function of managing delivery of a prize to the 
selected user(s), based on the result of said lots (column 3, lines 48-61). Note that the 
server/service providing and maintaining the address information (Fig. 2a) can function as 
managing the delivery of the prizes. 

Claim 8,21,31: Merritt further discloses that 
said server further has functions of: selecting one or more applicant(s) among 
the applicants of said prize advertisement(s), for presenting a prize 
identified in said prize advertisement(s) thereto, by drawing lots; and 
transmitting data indicative of the selected applicant(s) to said first 
terminal as prize-winner data (Fig. 12b). 

Claim 10, 23, 32; 1 1, 24; 12, 25: Merritt further discloses that 
said prize transmitted from said first terminal to said second terminal of said 
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selected applicant(s) is comprised of electronic data (Fig. 3, item 'Cash', item 'Events/Travel', 
item 'Giftware'). 

Claim 13: Merritt discloses the above. 

Merritt does not explicitly disclose that said second terminal is comprised of a cellular 
phone. 

However, Merritt discloses that the user utilizes the Internet and a terminal (Abstract). 
Merritt further discloses that the user's phone number is known (Fig. 2a). 

Examiner further notes that MPEP 21 44.04. V discloses that making a device portable is 
obvious. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made that the terminal can be a cell phone. One would have been motivated to 
do this in order to better utilize a medium and device that is available and common to users. 

3. Claims 2, 15, and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Merritt (7,058,593) in view of Dedrick (5,724,521). 

Claim 2, 15, 27: Merritt further discloses that said server determines the number of prize 
advertisements listed in said list, in accordance with said user information, when said server 
selects said one or more prize advertisement(s) (col 12, lines 20-60). 

Merritt does not explicitly disclose that the number of prize advertisements are selected 
in accordance with application frequency predetermined in said user information. 

However, Dedrick discloses that the number of advertisements are selected in accordance 
with application frequency predetermined in said user information. Dedrick disclsoes a user 
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profile that can be modified by the system and/or user (col 1; lines 25-35). And, Dedrick 
discloses that it can be set as to how many advertisements per time period are presented to a 
user in a list (col 9, lines 50-63; col 10, lines 55-60). 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to add Dedrick' s number in a list of advertisements per time period to 
Merritt's presenting a limited list of prize advertisements and profiling a user. One would have 
been motivated to do this in order to present an amount of prizes of interest to that particular 
user. 



Conclusion 

The following prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

a) Goldhaber (5,794,210) discloses advertising and providing compensation for attention. 

b) Eggleston (6,061,660) discloses presenting prizes and advertising on a website and 
targeting the user for prizes. 

c) Kelly (6,015,344) discloses prizes, advertising, and targeting. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Arthur Duran whose telephone number is (571) 272-6718. The 
examiner can normally be reached on Mon- Fri, 8:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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